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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 5 61-68, 70, 74-88, 90, 94-101, and 103 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Schachar, US 5,354,331. Regarding claim 1 and others, Schachar '331 
discloses an ocular scleral prosthesis in the form of an adjustable scleral expansion band (column 
7, lines 1-4) comprising at least one elongated body in the form of a strip of material (column 7, 
lines 4-8) capable of being implanted in a corresponding elongated pocket within scleral tissue of 
an eye in the zone exterior to the ciliary body (column 7, lines 36-39). Inner and outer surfaces 
of said band are capable of contacting the base and the flap of the scleral pocket (column 7, lines 
39-42; drawings) and are separated by enough distance or thickness to impart sufficient 
structural characteristics (e.g., strength) to elevate the flap and exert outwardly directed traction 
on at least the anterior margin of the pocket (column 7, lines 8-12; column 5, lines 38-41; etc.). 
The Schachar '331 adjustable band is structured to be positioned in the region of the ciliary body 
and thus generally coincides with a "small circle" rather than a "great circle" of the eye globe (as 
illustrated in the Applicant's own Figure 4, for example). According to the Wikipedia online 
encyclopedia (accessible through onelook.com), "[a] great circle is a circle on the surface of a 
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sphere that has the same circumference as the sphere, dividing the sphere into two equal 
hemispheres", and "[a] small circle of a sphere is the circle constructed by a plane crossing the 
sphere not in its center"; "[s]mall circles always have smaller diameters than the sphere itself 
(compare great circle)". Moreover, in the cases where the band is positioned "within or just 
inside the sclera" (column 7, lines 37-38), the aggregate length or circumference of the band is 
necessarily less than the (outer) circumference of the expanded globe in said zone. 

In regard to claim 61, the ordinary practitioner would have interpreted the sentence at 
column 7, lines 1-3, to mean that two or more elongated, arc-shaped "parts" can be used to form 
the band. The transitional term "comprising" is open-ended or inclusive and does not exclude 
additional, unrecited elements (MPEP 21 1 1.03), so the "elongated body" (instant claim 61, line 
3) can be equated with only one of the Schachar '331 "parts", which each subtend an angle of 
less than about 180° so that the linear distance between the ends (or end regions) is greater than 
the linear distance between an end and an intermediate portion. The ends are unattached to any 
other member prior to installation (column 7, line 3), and the Applicant's own elongated body 
ends are attached, after installation, to the sclera itself, which is certainly a "member" (instant 
claim 61, lines 4-5). Additionally, the alternative scleral alloplant strip (column 8, lines 22-26) 
clearly meets the newly added limitations, with the "means for expanding" (instant claim 61, last 
two lines) corresponding to the weakening and engrafting of the sclera (column 8, lines 3-4, 12- 
19, and 22-23). Regarding claim 62, the anterior outer edge, for example, of the arc-shaped band 
is viewed as a ridge or crest. Regarding claim 94 and others, the adjustable body (column 7, 
lines 4-12) comprises a base member in the form of a screw having an elongated planform with a 
major (length) dimension, a minor (radial) dimension, and a thread or ridge member on both the 
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outer major (semi-cylindrical) surface and the inner major (semi-cylindrical) surface; the thread 
or ridge member engages an internally threaded element to alter the circumference of the band 
and thereby apply a force to the contacted ocular tissue. 

Claims 61-70, 74-79, 89, and 102 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schachar, US 5,354,331. Regarding claims 61 and 74, the "plurality of parts" 
(column 7, line 2) being greater than two parts so that each part subtends an angle of much less 
than 1 80° (and thereby clearly meets the newly added limitations pertaining to "linearly more 
distal" and greater "distance") would have been obvious, if not inherent, from the use of the 
word "plurality" rather than "pair" and from the innate goal of providing various options to the 
surgeon, with further motivation having been provided by the contemplated removal of the band 
(column 8, lines 52-58): an arc-shaped part or component would require less complicated 
excision techniques than a one or two piece annular implant. Regarding claims 69, 89, and 102, 
the particular dimensions for each of the "plurality of parts" (column 7, line 2) would have been 
obvious from anatomical considerations. 

The Applicant's remarks have been considered and are adequately addressed in the 
grounds of rejection set forth above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse, whose telephone number is 571-272-4762 and who 
is generally available Monday through Thursday and often on Friday. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Corrine McDermott, can be 
reached on 571-272-4754. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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